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DETAILED ACTION 



Claim Rejections - 35 USC §112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claim 9 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

In regards to claim 9, Examiner takes the position that is it unclear as to what the 
dimension the "0.76 mm" limitation is referring to. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

4. Claims 1-3, 7, 8, 14-20, 22-24, 27 and 28, are rejected under 35 U.S.C. 102(b) 
as being anticipated by Kuzma (U.S. Patent No. 6,1 19,044). 

In regards to claims 1-3, Kuzma teaches of a device, comprising an elongate 
member including at least one electrode (see for example Figure 1 , Abstract), and a tip 
member extending distally from a distal end of the elongate member (see for example 
Figure 4). The Kuzma reference also discloses the tip as comprising a distally tapered 
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portion and a blunt end portion at a distal end of the tapered portion (see for example 
Figure 4), and further teaches of the tip member being resiliently flexible (see for 
example Abstract, col. 1 1 lines 39-42). 

In regards to claims 7 and 8, Examiner takes the position that the tapered portion 
of the tip, as taught by Kuzma, is substantially frusto-conical in shape and tapers 
continuously (see for example Figures 3 and 4). 

In regards to claim 14, Examiner takes the position that Kuzma teaches the tip 
member is capable of being integral with the elongate member (see for example Figure 
15). 

In regards to claim 15, Kuzma teaches of the tip member being mounted on the 
distal end of the elongate member (see for example Figure 14). 

In regards to claim 16, Kuzma teaches of a tip member that includes a lumen 
therein (see for example Figure 14). 

In regards to claims 17 and 18, the Kuzma reference teaches of a device wherein 
the elongated member includes a lumen therein for allowing a stiffening element to be 
inserted through said elongate member and for allowing a distal end of said stiffening 
element to extend into said lumen in said tip member (see for example Figure 16 and 
Abstract). 

In regards to claim 19, the Kuzma reference teaches of a system that has a 
shape and size that allows the system to be inserted into a human cochlea (see for 
example Abstract and Figure 16). 
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In regards to claim 20, the Kuzma reference teaches of a system wherein the tip 
member inherently has a substantially uniform bending stress distribution in an axial 
direction, since the tip is of one material and circular and therefore has uniform bending 
stress (see for example Figure 4). 

In regards to claim 22, the Kuzma reference teaches of a system for applying 
stimulation to a desired tissue (see for example Abstract). 

In regards to claims 23, 24, 27 and 28, claims 23, 24, 27 and 28 have similar 
limitations as to claims 1,19 and 20, and thus are rejected for similar reasons. 

Claim Rejections - 35 USC § 102/103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 5, 6, 12 and 13, are rejected under 35 U.S.C. 102(b) as anticipated by or, 
in the alternative, under 35 U.S.C. 103(a) as obvious over Kuzma (U.S. Patent No. 
6,119,044). 

In regards to claim 5, Kuzma teaches of a barrel portion having a length (L8) that 
is 0.3 mm, which Examiner interprets as being about 0.4 mm. Similarly, in regards to 
claim 6, Kuzma teaches of the barrel portion having a diameter (L6) that is 0.6 mm, 
which Examiner interprets as being about 0.45 mm in diameter. Or in the alternative, 
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Examiner takes the position that the dimensions of claims 5 and 6 would have been 
obvious modifications to system as taught by Kuzma. 

In regards to claims 12 and 13, Examiner takes the position that the blunt end 
portion of the distal tip can be interpreted as part-ellipsoidal or part spherical in shape 
(see for example Figure 6). Or in the alternative, Examiner takes the position that it 
would have been obvious to one having ordinary skill in the art at the time of the 
invention to modify the system as taught by Kuzma to include the limitations as 
specified in claims 12 and 13 to enhance efficiency and effectiveness of the system. 

Claim Rejections - 35 USC § 103 

7. Claims4, 9, 10, 11, 21, 25 and 26 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Kuzma. 

In regards to claims 4, 21 , 25 and 26, Kuzma does not specifically teach that the 
elongate member has a diameter greater than the diameter of tip member's barrel 
portion, Examiner takes the position that such a configuration is well known in the art. 
Further, although the Kuzma reference discloses the use of silicone rubber (see for 
example col. 10 lines 58-62), the reference does not specifically teach of the use of a 
liquid silicone; however, Examiner takes the position that the use of liquid silicone is well 
known in the art and a modification of the Kuzma reference to include liquid silicone 
would have been obvious to one having ordinary skill in the art, since it is known in the 
art to provide efficient and effective operation. 
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In regards to claims 9-1 1 , (Examiner interprets the dimensions of claim 9 as the 
length of the tapered portion of the tip member) Examiner takes the position that 
although the Kuzma reference teaches of elongated tapered device, it does not 
specifically teach of the exact dimensional parameters as specified in claims 9-1 1 ; 
however, Examiner takes the position that it would have been obvious to one having 
ordinary skill in the art at the time of the invention to modify the system as taught by 
Kuzma with the dimensional parameters as specified in claims 9-11, since is has been 
held that where the general conditions of a claims are disclosed in the prior art, 
discovering the optimum or workable ranges involves only routine skill in the art. In re 
Allen 105 USPQ 233. 



Conclusion 

8. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Kuzma (U.S. Patent No. 6,195,586). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Lenwood Faulcon, Jr. whose telephone number is 571- 
272-6090. The examiner can normally be reached on Monday-Thursday from 9 to 5 
pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Angela D. Sykes, can be reached on 571-272-4955. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




George Manuel 



Primary Examiner 





